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DETAILED ACTION 

Continued Examination Under 3 7 CFR LI 14 

1 . A request for continued examination under 37 CFR ] . 1 14, including the fee set forth in 37 CFR 
1 17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 27 October 2006 has been entered. 

Response to Arguments 

2. Applicant's arguments filed 27 October 2006 have been fully considered but they are not 
persuasive. Firstly. Examiner appreciates Applicant's discussion of the differences between Hisatake (US 
Patent 5,669,040) and the present independent claims, including the discussion with regard to the 
designation of the document size. Examiner agrees that the present amendments to the claims overcome 
the prior art references cited in the previous office action, mailed 14 June 2006. However, additional 
prior art has been discovered which renders the present claims obvious to one of ordinary skill in the art at 
the time of the invention. Thus, new prior art rejections are set forth below. Examiner also wishes to 
respectfully point out the rejection under 35 USC §1 12, 2 nd paragraph which is set forth below and in said 
previous office action, but was not addressed in Applicant's latest response filed 27 October 2006. 

Claim Rejections - 35 USC § 1 12 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 13 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 13 further limits aspects of an apparatus. Claim 13 does not further limit a method, which 
is what is recited in claim 12, upon which claim 13 depends. Is Applicant reciting a method or an 
apparatus? Since claim 13 depends from claim 12, claim 13 should recite further limitations of a method. 
However, based on the body of claim 13, claim 13 appears to recite further limitations of an apparatus 
instead of further limiting a method claim. Therefore, the recitation of claim 13 is inconsistent and 
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Applicant has thus failed to particularly point out and distinctly claim the subject matter which Applicant 
regards as the invention. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

6. Claims 4-5, 7-9, 1 1-13 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hisatake (US Patent 5,669,040) in view of Yu (US Patent 6,313,928). 

Regarding claims 4, 8 and 12: Hisatake discloses a document reading device (figure 2; figure 
18; figure 19; and column 19. lines 42-50 of Hisatake) comprising a document table (figure 18(M4) of 
Hisatake) which supports a document placed thereon (column 19, lines 62-65 of Hisatake); a cover 
(shown in figure 18 of Hisatake) which covers the document on said document table, and is configured to 
be opened and closed with respect to said document table (column 20, lines 4-6 of Hisatake); a document 
feeder (figure 18(M2) of Hisatake) which feeds a document other than the document on said document 
table (column 20 ; lines 4-12 of Hisatake); a document reader (figure 18(M5) of Hisatake) which reads an 
image of the document placed on said document table or fed by said document feeder (column 20. lines 
13-26 of Hisatake); a user interface (figure 8; figure 19(53); and column 21, lines 50-53 of Hisatake) 
which designates a document size for the document to be output, which is magnified at 100% and is thus 
the same as the document read by said document reader (figure 8(Sheet); column 12, lines 61-64; and 
column 13, lines 1-7 of Hisatake); and a controller (figure 19(52) and column 21. lines 50-56 of Hisatake) 
which specifies a read size corresponding to the document size designated by said user interface (column 
12. lines 61-64 and column 13, lines 1-7 of Hisatake) and which controls said document reader to read the 
image of the document in the read size (column 21, lines 50-56 of Hisatake); said controller being 
configured to store the document size designated for a document placed on said document table in a state 
where said cover is closed (figure 8 and column 12, lines 54-64 of Hisatake), and to refer to the stored 
document size as the read size of the document placed on the document table even when the reading of 
the document on said document table is interaipted by reading an image of a document fed by said 
document feeder (column 12. lines 61-64 of Hisatake). The printing for the multiple pages of a print job 
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is set beforehand, stored and used for the overall printing of the print job (column 12, lines 61-64 of 
Hisatake). Thus, the interruption that naturally occurs when a new document page is fed by the document 
feeder does not cause a change in the preset document size. 

Hisatake does not disclose expressly that said user interface specifically designates a document 
size for the document to be read by said document reader: and that said interruption is performed so as to 
prevent an image from being read in a wrong read size when automatic detection of the size of a 
document on a document table fails. 

Yu discloses designating a document size for the document to be read by the document reader 
(column 3, line 61 to column 4 5 line 8 of Yu): and preventing an image from being read in a wrong size 
when automatic detection of the size of the document on a document table fails by referring to the stored 
document size (A4) (column 4, lines 9-28 of Yu). 

Hisatake and Yu are combinable because they are from the same field of endeavor, namely the 
control of document properties in a document copying system. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to use the stored document size (A4) during the 
reading of a plurality of different document sizes, particularly document sizes that are smaller than the 
smallest detectable document size, which is A4 in the example cited in Yu. The motivation for doing so 
would have been to be able to continue reading and transmitting documents without requiring an 
inordinate and overly costly number of document size detectors (column 1, lines 58-67 of Yu). 
Therefore, it would have been obvious to combine Yu with Hisatake to obtain the invention as specified 
in claims 4, 8 and 12. 

Further regarding claim 8: The various means recited in the device of claim 8 correspond to the 
respective portions of the device of claim 4. 

Further regarding claim 12: The method of claim 12 is performed by the device of claim 4. 

Regarding claims 5, 9 and 13: Hisatake discloses a document size detector (figure 2(13) of 
Hisatake) which detects a size of the document on said document table (column 6, lines 35-40 of 
Hisatake), wherein said user interface is configured to designate the document size when said document 
size detector fails to detect the size of the document on said document table (figure 8; column 12. lines 
61-64; and column 13, lines 1-7 of Hisatake). The parameter listing for each job includes information 
such as the document size (figure 8 and column 12, lines 61-64 of Hisatake). Furthermore, the user 
interface can be used to specify the document size (column 13, lines 1-7 of Hisatake). Clearly, a 
document size is required in order for a print job to be executed. Also, the document size may be detected 
by said document size detector, but it also may not be detected, which is evidenced by the passage "(fit 
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automatically detects the original document size, information indicating the original document size (job 
information, a part of function identifier) is output" (column 6, lines 37-40 of Hisatake) [emphasis added]. 

Regarding claims 7, 1 1 and 15: Hisatake discloses that said controller includes a memory 
which separately stores the document size designated for the document on said document table and the 
document size designated for the document fed by said document feeder. (column 12. lines 54-64 of 
Hisatake). In order for the controller to be able to store, display and allow changes (via the user interface) 
of the print job, some form of memory is inherent. 

7. Claims 6, 10 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hisatake (US Patent 5,669,040) in view of Yu (US Patent 6,313,928) and Sogame (US Patent 
4,673,282). 

Regarding claims 6, 10 and 14: Since the print jobs are performed for the normal operation of 
the system of Hisatake, it would be reasonable to assume that said controller is configured such that the 
document size designated for the document on said document table is cleared when said cover is opened. 
However, Hisatake in view of Yu does not disclose expressly that said controller is configured such that - 
the document size designated for the document on said document table is cleared when the cover is - 
opened. 

Sogame discloses that a controller is configured such that the document size designated for the 
document on said document table is cleared when said cover is opened (column 6, lines 5- 1 3 of Sogame). 
The size detection only functions when the cover is closed (column 6, lines 5-13 of Sogame). Thus, the 
document size designated for the document on said document table is cleared when the cover is opened. 

Hisatake in view of Yu is combinable with Sogame because they are from the same field of 
endeavor, namely document size and document attribute detection and setting for digital copiers. At the 
time of the invention, it would have been obvious to a person of ordinary skill in the art to clear the stored 
value for document size when the cover is opened, as taught by Sogame. The suggestion for doing so 
would have been that, with the cover open, outside light will interfere with the detection of the document 
size. Thus, document size detection will either be impossible or highly inaccurate. Therefore, it would 
have been obvious to combine Sogame with Hisatake in view of Yu to obtain the invention as specified in 
claims 6, 10 and 14. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to James A. Thompson whose telephone number is 571-272-744 1 . The examiner can 
normally be reached on 8:30AM-5 :00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, David 
K. Moore can be reached on 571-272-7437. The fax phone number for the organization where this 
application or proceeding is assigned is 57 1 -273-8300, 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 




James A. Thompson 
Examiner 

Technology Division 2625 



1 6 January 2007 





